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REMARKS 



By this Preliminary Amendment, Applicants have canceled claims 1-16 and 24 without 
prejudice, and have added new claims 25-58 in order to claim additional features of the present 
invention. Claims 17-23 and 25-58 are now pending in the present application. Reconsideration 
of the restriction requirement is respectfully requested for the following reasons. 

1 . The Restriction Requirement 

As explained below, the Examiner has imposed a five-way restriction requirement on the 
claims. Those claims included 24 total claims and five independent claims. Specifically, the 
Examiner has restricted the claims as follows: 

Group I - claims 1-15, drawn to a magnetometer with a resonant sensor including an 
excitation circuit to prevent saturation of the response of the sensor; 

Group II - claim 16, drawn to an electronic compass with two resonant sensors and a 
vehicle heading indicator; 

Group III - claims 17-20 and 23, drawn to a magnetometer with a resonant sensor 
including a biasing circuit for adjusting biasing of the sensor; 

Group IV - claims 21 and 22, drawn to a magnetometer wherein the peak-to-peak 
excursion of the magnetic field level in the resonant sensor during a resonant cycle is less than 
the total range of the magnetic field to be measured; and 

Group V - claim 24, drawn to a magnetometer wherein the magnetic field component is 
sensed as a function of a slope of the output signal versus bias level. 

Applicants provisionally elect Group IV of the claims with traverse. Group IV of the 
claims is drawn to a magnetometer as defined in claims 21 and 22. Additionally, as discussed 
below, claims 17-20, 23, and 25-58 should be examined with the election of Group IV. 

2. Legal Standards 



MPEP § 605.05 states: 



Where two or more related inventions are being claimed, the principal question to 
be determined in connection with a requirement to restrict a rejection on the 



Applicant 
Appln. No. 
Page 



Timothy R. Friend et al. 

10/685,635 

13 



ground of double patenting is whether or not the inventions as claimed are 
distinct. If they are not distinct, restriction may be proper. If they are distinct, 
restriction is never proper. 

MPEP § 806.05(a) states: 

A combination is an organization of which a subcombination or element is a 
part." Thus, a combination claim may, for example, include elements A, B, and 
C, whereas the subcombination by definition could only include A and B, A and 
C, or B and C. The subcombination clearly could not include all the elements of 
the combination. 

Regarding the criteria for subcombinations usable together, MPEP §806.05(d) states 

"Two or more claimed subcombinations, disclosed as usable together in a single combination, in 

which can be shown to be separately usable, are usually distinct from each other." Care should 

always be exercised in this situation to determine if the several subcombinations are generically 

claimed. See MPEP § 806.04(b). 

Where subcombinations as disclosed and claimed are both (A) species under a 
claimed genus and (B) related, then the question of restriction must be determined 
by both the practice applicable to election of species and the practice applicable to 
related inventions. If restriction is improper under either practice, it should not be 
required (MPEP § 806.04(b)). 

The practice applicable to election of species is set forth in MPEP § 806.04(f), which 

states: 

Claims to be restricted to different species must be mutually exclusive. The 
general test as to when claims are restricted, respectively, to different species is 
the fact that one claim recites limitations which under the disclosure are found in a 
first species but not in a second, while the second claim recites limitations 
disclosed only for the second species and not the first. This is frequently 
expressed by saying that claims to be restricted to different species must recite the 
mutually exclusive characteristics of such species. 

Thus, for two claims characterized as subcombinations that both depend from the same 
independent and generic claim, the claims must be distinct under the criteria applicable to 
subcombinations having separate utility, and the claims must define mutually exclusive 
characteristics. 
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3. Arguments 

Based upon the above legal standards, Applicants submit that the restriction requirement 
made by the Examiner is improper for the reasons stated below. Applicants note that a multi- 
way restriction requirement made in the parent application had the claims of Groups II and IV 
grouped together in a single claim group. Applicants filed this divisional application with the 
understanding that these claims would be examined together. Only now has the Examiner 
decided to restrict these claims into separate groups. 

As an initial matter, Applicants submit that Group III should be examined with elective 
Group IV because the Examiner has not identified any burden for examining this additional 
group. Group III has only been identified by the Examiner as belonging in Class 324, Subclass 
244, while Group IV has only been identified as belonging in Class 324, Subclass 255. Class 
324, Subclass 244 is the main generic subclass for magnetometers, while Subclass 255 is an 
indented subclass under Subclass 244. The undersigned, who is a former examiner, does not 
understand why the Examiner does not believe that a search of Subclass 244 would be necessary 
for Group IV. It appears such a search would be required and hence the inclusion of Group III 
should not require any additional searching. Accordingly, there is no additional burden on the 
Examiner for examining the claims of Groups III and IV. Accordingly, claims 17-20 and 23 
should be examined along with Group IV for this reason and the additional reasons stated below. 

It is also noted that in paragraph 4 on page 4 of the Office Action the Examiner states that 
the inventions are distinct and have acquired a separate status in the art because of their 
recognized divergent subject matter. In paragraph 5, the Examiner states that these inventions 
have acquired a separate status in the art as shown by their different classifications. However, as 
noted above, their classification does not suggest a separate status in the art. Instead, it suggests 
that the invention of Group III is generic with respect to that of Group IV. 

Regarding the restriction for subcombinations usable together, distinct claims each 
claiming subcombinations usable together that contain species under a genus (or generic) claim 
must have the question of restriction determined by both the practice applicable to election of 
species and the practice applicable to related inventions. The inventions of Groups III and IV 
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include dependent claims (claims 22 and 23) that are both dependent on independent claim 21 
and, as such, the subcombinations are claimed under a common genus claim. Specifically, claim 
21 is a generic claim. 

An independent claim cannot be considered a combination relative to a "subcombination" 
claim that depends from that independent claim. A subcombination by definition includes less 
than all the elements of the combination. A dependent claim clearly cannot include less than all 
the elements of the claim(s) on which it depends. Accordingly, for example, claim 22 (Group 
IV) and claim 23 (Group III) are both combination claims with claim 21 being the 
subcombination claim of each of these claims. Therefore, claim 21 is readable on all of its 
dependant claims and is therefore generic to all of the claims that depend upon claim 21. 
Clearly, dependent claims 22 and 23 include all the elements of claim 21, from which they 
depend. Thus, the requirements for election of species must also be applied. Here, claimed 
elements of the different groups as defined by the Examiner may be usable together. Therefore, 
such components are not mutually exclusive of one another. For an election of species 
requirement to be proper, the two claimed species must be mutually exclusive of one another and 
may not be used together in the combination. Because the Examiner has failed to apply the 
criteria for election of species and because the criteria would not apply in this instance, 
Applicants submit that the restriction requirement between the groups is improper. 

Furthermore, claimed subcombinations must be shown to have a separate utility. MPEP 
§ 806.05(b) states: 

Two or more claim subcombinations, disclosed as useful together in a single 
combination, and which can be shown to be separately usable, are usually distinct 
from each other. 

The burden is on the examiner to provide an example. If applicant proves or 
provides an argument, supported by facts, that the other use, suggested by the 
examiner, cannot be accomplished or is not reasonable, the burden is on the 
examiner to document a viable alternative use or withdraw the requirement. 

In the Office Action the Examiner merely states "In the instant case, inventions have 
separate utility such as by itself for its intended purpose or different inventive features." Merely 
stating that the different subcombinations may be used by themselves without the features of the 
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other claims is not a statement of separate utility. The claims of Groups III and IV are both 
clearly directed to magnetometers. The Examiner has not provided any separate utility for which 
one of the magnetometers may be used where the other may not. As noted above, the MPEP 
clearly states that the burden is on the Examiner to provide a reasonable example of such 
separate utility. If all that was required was to state that the subcombinations may be used 
without incorporating any features of the other subcombinations, then there would really be no 
reason to require such separate utility since all subcombinations would have some different 
feature unless they were identical, in which case there would be no need for a restriction 
requirement. The Examiner states on page 3 of the Office Action "Invention IV is directed to a 
magnetometer with [sic] wherein the peak to peak excursion of the magnetic field level in the 
resonant sensor during a resonant cycle is less than the total range of the magnetic field to be 

measured, a feature not in other claims " However, this feature is in fact found in claim 23, 

which depends from claim 21 of Group IV. Claim 23, however, is part of Group III and thus the 
features the Examiner recites with respect to Group IV are in fact found in a claim of one of the 
other groups. 

As noted above, Applicants have added new claims 25-58 to claim additional features of 
the present invention. Of these claims, claims 25-45 depend from dependent claim 23, which in 
turn depends from independent claim 21, while new claims 46-57 depend from independent 
claim 21 . Because all of new claims 25-55 directly or indirectly depend from independent claim 
21 , it is clear that claim 21 is generic to all of these claims and thus all of these claims should be 
examined with the elected group. 

Applicants have also added new independent claim 56 and claims 57 and 58, which 
depend from independent claim 56. Independent claim 56 is directed to an electronic compass 
comprising all of the elements of independent claim 21 in addition to "a heading indicator." 
Applicants submit that claim 56 should be examined along with independent claim 21 for the 
following reasons. 

Independent claims 21 and 56 are related as subcombination and combination, 
respectively. However, these claims are not restrictable from one another based upon the 
applicable guidelines for restricting between a combination and subcombination claim. In 
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particular, for such a restriction requirement to be made, the subcombination must recite 
particulars not recited in the combination. However, in this case, there are no features recited in 
claim 21 that are not also found in combination independent claim 56. Accordingly, claim 56, as 
well as claims 57 and 58, which depend therefrom, should be examined along with independent 
claim 21 and the claims of Groups III and IV. 

Upon reviewing the Examiner's statements as to why the claims are restricted, it is 
apparent that the Examiner may be considering dependent claims as though they were 
independent claims. Applicants submit that the restriction requirement as presented is clearly 
erroneous and therefore submit that the restriction requirement regarding subcombinations usable 
together should be withdrawn and therefore the claims identified in Groups III and IV should be 
examined with the election of Group II. Furthermore, since the Examiner has not demonstrated a 
burden for examining Groups III and VI, Applicants submit that Group III should be examined 
along with Group IV. Accordingly, Applicants submit that all the pending claims should be 
examined along with the claims of elected Group IV. 

All pending claims 17-23 and 25-58 are believed to be in condition for allowance, and a 
Notice of Allowability is therefore earnestly solicited. 



Respectfully submitted, 
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